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Office Action Summary 

  
Application No. JM Applicant(s) 

10/070,622 KOHLERETAL 

Art Unit 

1731 

Examiner 

Jose A Fortuna  
■■ The MAILING DATE of this communication appears on the cover sheet with the correspondence address 

Period for Reply 
A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
- £elZToftime may be availabte under the provisions of 37 CFR 1.136(a). In no even., however, may a reply be Umely filed 

earned patent term adjustment. See 37 CFR 1.704(b). 
Status 

I) S   Responsive to communications) filed on 21 November 2002 . 

2a)D  This action is FINAL. 2b)EI This action is non-final. 

3) D  Since this application is in condition for allowance except for formalI matters Pjosecutior. as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11.453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) £_6 is/are pending in the application. 

4a) Of the above claim(s) 7 and 8 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 03 Claim(s) 1-6 and 9-16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) I3 The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

II) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) B Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)El All b)D Some*c)D None of: 

1 .[x] Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 
15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) H Notice of References Cited (PTO-892) «□ Interview f^p^f___J^— 
2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informa! Patent Appl.cat.on (PTO-152) 
3) B Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5. 6) |_| Other. ^^^^^^ 

U.S. Patent and Trademark Office . cllmmarv Part of PaPer N° 8 

PTO-326 (Rev. 04-01) 0ff,ce Act,on SummarV 
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DETAILED ACTION 

Election/Restriction 

1.      Applicant's election with traverse of group I in Paper No. 7 is acknowledged. The 

traversal is on the ground(s) that the restriction is improper because the office has not shown that 

the groups are classified in different classes nor that they have acquired different status in the art 

nor different search is required. Also applicants argues that the application of the PCT rules is 

improper and even if the PCT rules were applied the inventions are linked to be single inventive 

concept. Applicants go on to state that the application was not restricted in the PCT application. 

This is not found persuasive because the application is a national stage application under 371, so 

the PCT rules for lack of unity apply for this case and therefore, there is no requirement in 

establishing the different classes, the different status nor the different search as required for the 

US status, See MPEP 1893.03(d). As for the PCT rules they lack unity because the composition, 

which is the linking concept, is not novel or obvious over the cited references. The references 

teach a similar or the same compound(s) for use in different process(es). It is important to notice 

that in the US practice a composition is not defined by the intended use. 

The requirement is still deemed proper and is therefore made FINAL. 
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Specification 

2.      The disclosure is objected to because of the following informalities: the US Patent 

No. 2,723,306 mentioned in page 2, line 2, does not concord with its description, i.e., the patent 

does teach a polyethylene glycol, but a beam current regulator. 

Appropriate correction is required. 

3.The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claim 10 is vague and indefinite since the meaning of "simultaneously intaglio and offset 

printer paper or board," is unclear. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Column,, 383 U.S. 1,148 

USPQ 459 (1966), that are applied for establishing a background for determining obviousness 

under 35 U.S.C. 103(a) are summarized as follows: 

1.      Determining the scope and contents of the prior art. 

Claim Rejections - 35 U.S.C. § 112 

Claim Rejections - 35 U.S.C. § 103 



Application/Control Number: 10/070,622 

Art Unit: 1731 

Page 4 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 

nonobviousness. 

This application currently names joint inventors. In considering patentability of the claims 

under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 

commonly owned at the time any inventions covered therein were made absent any evidence to 

the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 

and invention dates of each claim that was not commonly owned at the time a later invention was 

made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 

U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6.      Claims 1 -7 and 10-16 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Rohringer et al., US Patent No. 5,622,749. 

Rohringer et al. teach process of coating a paper or paperboard using a fluorescent 

brightening agent a auxiliaries, such as dispersing or emulsifying agents, see abstract. Rohringer et 

al. teach the use of polyethylene glycol having molecular weights above 300, see column 6, 

lines 25-61. Rohringer et al. teach also that the coating can be added to the substrate by size press 

and that the substrate can be used for photographic papers, see column 6, lines 49-51. Even 

though Rohringer et al. are silent with respect to the use of smoothing rolls, they teach that the 

substrate can be used in photographic papers that are always smoothed/calendered, see cited 



Applipation/Control Number: 10/070,622 Page 6 

Art Unit: 1731 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Steven P. Griffin, can be reached on (703)308-1164. The fax number for this group is 

(703)305-7115. 

Any inquiry of a general nature or relating to the status of this application should be 

directed to the Group receptionist whose telephone number is (703)308-0661. 

When filing a FAX in group 1730, please indicate in the Header (upper right) "Official" 

for papers that are to be entered into the file, and "Unofficial" for draft documents and other 

communication with the PTO that are not for entry into the file of the application. This will 

expedite processing of your papers. 

January 23, 2003 

Jose A. Fortuna 

PRIMARY EXAMINER 
ART UNIT 1731 
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references for evidence(s). Therefore, Rohringer et al. invention seems to have all the limitations 

of the claims or at least the minor modifications to obtain the claimed invention would have been 

obvious to one of ordinary skill in the art. 

7. Claims 1 and 7-9 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Ploetz et al., US Patent No. 3,779,791.. 

Ploetz et al. teach a board which is surface finished with polyethylene glycol having an 

average molecular weight between 1,000 and 6,000, see abstract. Ploetz et al. teach in column 2, 

lines 39-43, that the impregnated paper is passed between two rolls and then dried. The passing of 

the web between the rolls would provide some smoothing to the paper. Therefore, Ploetz et al. 

invention seems to have all the limitations of the claims or at least the minor modifications to 

obtain the claimed invention would have been obvious to one of ordinary skill in the art. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 

disclosure in the art of "Surface finishing papers or boards." 

9. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Jose Fortuna, whose telephone number is (703)305-7498. The examiner can 

normally be reached on Monday-Friday from 9:30 A.M. to 5:30 P.M. 


